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THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte HERBERT R G LLIS
and JOHN R ROBERTSON

Appeal No. 95-0999
Application 07/925, 3471

ON BRI EF

Before KIMLIN, JOAN D. SM TH and PAK, Adm ni strati ve Patent
Judges.

PAK, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
Gllis et al. (appellants) appeal fromthe exam ner’s
final rejection of clainms 1 through 21 and 27 through 32,

which are all of the clains remaining in the application.

t Application for patent filed August 4, 1992
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According to appellants (Brief, pages 3 an 4):
Clainms 1-21 and 27-32 stand or fall together
with respect to the rejection under 35 U S.C. §
102(b) over Gllis.
Clainms 1-21 and 27-32 stand or fall together
with respect to the rejection under 35 U S.C. §
102(b) over Cassidy.
Therefore, for purposes of this appeal, we will limt our
di scussion to the broadest claimon appeal, claim1, which is
r epr oduced bel ow
1. A liquid adhesivel/seal ant reaction systemfor use in
the preparation of |ignocellulosic and cellul osic conposites
conpri si ng:
(a) a polyisocyanate having aromatically |inked
I socyanate groups and a nunber average isocyanate
functionality in the range of 1.8 to 4.0; and

(b) a curing agent having at |east one imno- or enam no-

functional |inkage wherein the nol ecul ar nunber ratio of the
total nunber of isocyanate groups in the polyisocyanate to the
total nunber of imno- or enam no-functional |inkages is at

| east 2:1.

The references of record relied upon by the exam ner are:

Gllis Jr. et al. (Gllis) 4,794,129 Dec. 27,
1988

Cassidy et al. (Cassidy) 4,935, 460 Jun.
19, 1990



Appeal No. 95-0999
Application 07/925, 347

Clainms 1-21 and 27-32 stand rejected under 35 U.S.C. §
102 (b) as anticipated by Gllis or Cassidy.?

We have carefully reviewed the entire record, including
all of the argunents advanced by the exam ner and appell ants
in support of their respective positions. This review | eads
us to conclude that the examner’s 8 102 rejections are well -
founded. Accordingly, we will sustain the exam ner’s § 102
rejections for substantially those reasons set forth in the
Answer. We add the following primarily for enphasis.

The cl ai ned subject matter is directed to a liquid
adhesi ve/ seal ant “reacti on systenf which conprises a
particul ar pol yi socyanate and a curing agent having at | east
one i mno- or enam no-functional |inkage. Appellants define
“imno-functional” so broadly as to include thousands, if not
mllions, of conmpounds having at | east one im no- or enam no-
functional |inkage. See specification, pages 8-13.
Appel l ants al so broadly define “reaction systenf as including
a conbination of at |east two containers containing the

cl ai med conponents individually for the purpose of using them

2 The exam ner has expressly withdrawn the rejection of claim1 under
35 U.S.C. 8§ 112, second paragraph. See Answer, pages 2 and 5.
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as an adhesive/sealant. Specifically, the specification
states (page 8):
“Reaction systenf as used herein nmeans a system
or assenbl age of reaction conmponents which, in the
system are unreacted or not fully reacted but which

in use, are reacted with each other. (Enphasis
added) .

Thus, we construe the clained |iquid adhesive/ seal ant
“reaction systeni as including or covering a conbination of at
| east two containers, with each container having only one of
at | east one particular polyisocyanate and at |east one
broadly recited conponent having at | east one imno- or
enam no-functional |inkage. The anobunts of the conmponents
rel easable fromthe containers are such that they, upon
conmbining, formsolid polynmer, e.g., dry sealant, at room
tenperature within a short tinme period. See specification,
page 3. According to appellants, the nol ecular nunber ratio
of the total nunber of isocyanate groups in the polyisocyanate
to the total nunber of the imno-or enam no-functional |inkage
Is at least 2:1.

Appel l ants do not dispute that GIllis and Cassidy
i ndi vidual ly describe the clai ned pol yi socyanate and the
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cl ai med curing agent having an i m no- or enam no-functiona
| i nkage. See Brief, page 7. Nor do appellants dispute the
foll owi ng factual finding:

The wei ght ratio of polyisocyanate to curing
agent of [the applied prior art] is 9:1to 1:9 and
the preferred ratio of isocyanate groups to
I socyanate reactive groups is between 0.70 and 1.90
([see, e.g. Gllis,] colum 21, lines 3-11). Note
that the curative nust include imno groups as
defined at [e.g. Gllis,] colum 3, line 51 to
colum 4, line 7. The instant clains recite
conprising and therefore do not exclude the
addi tional isocyanate reactive groups of the
pat entee. The nunber of isocyanate groups to imno
groups falls within that of the appellant’s clains
in the upper portion of the patentee’ s preferred
range of isocyanate groups to isocyanate reactive
groups where the isocyanate groups other than im no
and enam no groups are disregarded as can be clearly
seen mathematically. Furthernore, based upon the
wei ght ratio of polyisocyanate to curing agent
([see, e.g., GIllis]colum 21, lines 3-8[)] and the
nol ecul ar weights and functionalities of the

reactants ([see, e.qg., Gllis,] colum 3, line 39 to
colum 4, line 21[)], it is clear mathematically
that a large majority of the conpositions
enconpassed by [the applied prior art] will have 2

or nore isocyanate groups per imno group. (Conpare
Answer, pages 4 and 5, with Brief, pages 7-12).

G ven the preference for the Iimted nol ecul ar nunber
ratios, inclusive of the clained ratios, we find that the
cl ai med nol ecul ar nunber ratios woul d have been readily

envi saged by one skilled in the art fromreading the
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di scl osure of either GIllis or Cassidy. See In re Schaumann
572 F.2d 312, 316, 197 USPQ 5, 9 (CCPA 1978)(prior art
preferred genus which disclosed |limted species, inclusive of
cl ai med species, constituted description

of the claimed species within the neaning of 35 U . S.C. §
102(b));

In re Petering, 301 F.2d 676, 681, 133 USPQ 275, 280 (CCPA

1962) (prior art genus containing only 20 conpounds inherently
anticipated a clainmed species wthin the genus because “one
skilled in [the] art would . . . envisage each nenber” of the
genus). Accordingly, we agree with the exam ner that the

cl ai med subject matter is fully described by either Gllis or
Cassidy within the neaning of 35 U . S.C. § 102 (b).

In reaching this conclusion, we note appellants’ argunent
that both Gllis and Cassidy are directed to “systens for
preparing polynmers by reaction injection nolding processes
(enphasis our own).” See Brief, page 7. However, we al so
note that the clained subject natter is directed to a system
rather than to a conposition. The clainmed system conprises

two individually packaged known conponents for the purpose of
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m xi ng them so that they can be used as an adhesi ve/seal ant.
Both Gllis and Cassidy also place the sanme conponents in
separate containers before mxing themfor the purpose of
preparing polynmers by reaction injection nolding processes.
See, e.g., colum 20, lines 49-52. Wile the system of
Gllis or Cassidy is used for a purpose different than
appellants’, we find that it is identical to the clained
system

Appel I ants argue that the examner fails to consider the
preanbl e of the clains on appeal. In this regard, appellants
ask us to focus on the term “adhesi ve/ sealant”. Appellants
then go onto argue (Brief, page 12) that:

even though the present clains recite a

“conposition”, the limtations in the preanble

characterizing the conposition as “adhesive/ seal ant

reaction systens” nust be considered by the

Exam ner .
In so arguing, appellants thenselves fail to consider the
cl ai m preanbl e as a whol e, including appellants own definition
of “reaction systenif. As indicated supra, appellants claim

systens (not conpositions) which are taught by either Gllis

or Cassi dy.
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In view of the foregoing, we affirmthe exam ner’s
decision rejecting clains 1-21 and 27-32 under 35 U.S.C. § 102
(b).

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED
EDWARD C. KI M.I N )
Adm ni strative Patent Judge )
)
)
)
JOHN D. SM TH ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
CHUNG K. PAK )
Adm ni strative Patent Judge )
CKP/ cam

Pat ent and Tradermark Adm ni strator
ICl Americas Inc., Law Dept.



Appeal No. 95-0999
Application 07/925, 347

Intell ectual Property Section
Concorn Pi ke and New Murphy Road
Wl mngton, DE 19897



